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IINNTTRROODDUUCCTTIIOONN  

IN MEMORIAM:  Robert S. Gerber, 1962-2012 

The San Diego County Bar Association Legal Ethics Committee dedicates this issue of Ethics Quarterly to 
the memory of Committee member/advisor and former Committee Chair Bob Gerber who passed away at 
the age of 49 on May 12, 2012.  Bob joined the Legal Ethics Committee in 2000 and served as Committee 
Chair from 2002 to 2003.  Bob was a partner in the Del Mar office of Sheppard Mullin and spent his entire 
career at that distinguished law firm.   

Bob Gerber was passionate about the importance of educating members of the Bar about the ethical 
practice of law.  He participated in developing and presenting numerous seminars on the subject both 
through his work on the Committee and beyond.  More important, Bob’s law practice reflected what he 
preached.  The example that Bob set as an ethical practitioner lives on, and yet those of us fortunate 
enough to have worked with him will miss him.   

oOo      

IN THIS ISSUE OF ETHICS QUARTERLY 

This edition of Ethics Quarterly covers cases from March 16, 2012 through June 15, 2012.  Committee 
members Dan Eaton, Bryn Kirvin and Luis Ventura prepared this edition.  Kirvin served as the 
Coordinating Contributor.  Eaton prepared the Commentary, “Patenting Ethics: Four Lessons in the 
Rules of Ethics from Patent Decisions.”  

Ethics Quarterly is prepared by the SDCBA's Legal Ethics Committee, and is distributed by email 
exclusively to SDCBA members. You may also review the current issue of the publication online at 
www.sdcba.org/legalethics.  If you no longer wish to receive Ethics Quarterly via email, please visit your 
individualized MySDCBA page on the SDCBA website, and change your preference in the section titled 
"My e-Communications Preferences."  You may also email bar@sdcba.org to opt out of receiving Ethics 
Quarterly.  

As a reminder, the San Diego County Bar Association maintains a hotline staffed by members of the Legal 
Ethics Committee offering general guidance on legal ethics questions.  The hotline may be reached at 619-
321-4145. 

Comments about Ethics Quarterly should be directed to the Chair of the Legal Ethics Committee, Jack 
Leer at leer@scmv.com.   

 

CASE NOTES 
 

9.2.1 EElleeccttrroonniicc  SSiiggnnaattuurreess  

Case: Valiavicharska v. Celaya (N.D. Cal. 2012) 2012 WL 1016138  

Issue: In an excessive use of police force action pending in the U.S. District Court for the 
Northern District of California, did an attorney properly file a declaration with the 
electronic signature of his client where the client had verbally approved the substance 
of the declaration but had not actually seen or signed it? 

Holding: No.  General Order § 10(B) of the Northern District requires that an attorney filing a 
declaration on behalf of someone other than himself attest that “concurrence in the 
filing of the document has been obtained” from the signatory and requires the attorney 
to “maintain records to support this concurrence for subsequent production for the court 
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if so ordered.”   

Plaintiff’s counsel filed a declaration electronically signed by his plaintiff-client in 
opposition to a motion for summary judgment.  Plaintiff testified at trial during cross-
examination that she had never actually seen the declaration.  In response to an OSC re:  
sanctions the Court later issued, the attorney said that, before filing the document, he 
had discussed the contents of the declaration with his client and had told her “what it 
was and what it was for” after which discussion the client, without reviewing the 
declaration, authorized him to sign her name electronically.  (2012 WL 1016138, *2.)   

The Court ruled that that was not enough to comply with the General Order.  “A 
declarant cannot affirm under penalty of perjury that the contents of a document are 
true when she has not reviewed the document.  It therefore follows that an attorney 
cannot, on the declarant’s behalf, make such a representation about a document when 
the attorney had not provided it to her for her review.  [Plaintiff’s counsel] admits that 
plaintiff never saw the declaration or approved its contents verbatim.  A telephone 
conversation regarding the ‘substance’ or ‘contents’ of a proposed declaration does not 
provide a declarant with enough information to authorize a binding signature on her 
behalf and therefore does not meet the requirements” of the General Order.  (Ibid.) 

Plaintiff’s counsel argued that he should not be sanctioned because he was unaware of 
the General Order and because his conduct was not intentionally dishonest.  The Court 
rejected these arguments, saying that counsel’s defense “merely highlights his 
misunderstanding of his obligations as an attorney licensed to practice before the 
Northern District.  As an attorney admitted to practice in the Northern District, he is 
required to make himself familiar with the rules of the Court.”  (Id. at *3.)  Moreover, 
sanctions may be imposed even for inadvertent misconduct, such as failure to comply 
with court rules.  (Id. at *4.) 

In any event, “common sense dictates that it is improper to represent to the Court that a 
declarant swears under penalty of perjury to the contents of a document the declarant 
never saw.  Prior to the adoption of electronic filing, an attorney could not forge a 
declarant’s physical signature even after a phone conversation in which the declarant 
approved the document; attorneys were required to procure the declarant’s actual 
signature before filing the document.”  Adoption of the General Order allowing the use 
of electronic signature for the sake of convenience “did not give attorneys license to 
forge a witness’s signature and no reasonable attorney could have believed otherwise.”  
(Id. at *4.)     

Notes: The Court declined to impose monetary sanctions on plaintiff’s counsel, such as the 
attorneys’ fees the defendant incurred in filing a reply in support of the motion for 
summary judgment.  The statement in plaintiff’s electronically filed declaration was 
actually consistent with defendant’s theory of the case and was used to impeach 
plaintiff’s inconsistent trial testimony.  In addition, the Court found that the declaration 
had had a negligible impact on the attorney time spent on the motion for summary 
judgment and had been immaterial to the Court’s resolution of the motion for summary 
judgment.  (Ibid.)  Instead, the Court referred plaintiff’s counsel to the Northern 
District’s Standing Committee on Professional Conduct “for any disciplinary action the 
Committee deems appropriate.”  (Ibid., citation to local rule omitted.) 

In District Court in the Southern District of California, a party filing a document signed 
by a non-registered user of the Court’s electronic filing system, such as a client, must 
scan and electronically file the original document.  “The filing party must retain the 
original document for a period of five years from the date the document is signed, or 
for one year after the expiration of all time periods for appeal, whichever period is 
greater, and must provide the original paper document to the Court upon request.”  
((May 22, 2006) General Order 550 § 2(f)(2).)   

By contrast, the United States Bankruptcy Court for the Southern District of California 
allows for either an /s/ typed signature in place of where the signature would otherwise 
appear or a scanned image.  Court procedures do require that the original, wet signature 
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be maintained for five years.  ((March 1, 2010) Administrative Procedures and 
Guidelines for Electronic Filing § 2(b),(c).) 

Because the mandatory electronic filing of documents is expanding in California 
state and federal courts, practitioners should take note of the principles 
announced in the above ruling regardless of where they practice even though the 
ruling is specific to the Northern District of California. 

9.2.2 Attorney-Client Privilege 

Case: Gen-Probe Incorporated v. Becton, Dickinson and Company (S.D.Cal. 2012) 2012 WL 
1155709 

Issue: In a patent dispute, did the attorney-client privilege cover communications between 
plaintiff-corporation’s outside patent counsel and an independent contractor-
mechanical engineer who had been a member of a project team of a corporation with 
whom plaintiff-corporation had contracted where the communications concerned 
outside counsel’s investigation of the patentability of various aspects of the project? 

Holding: Yes.  In United States v. Graf (9th Cir. 2010) 610 F.3d 1148, the Ninth Circuit held that 
a corporation’s attorney-client privilege covers communications with an outside 
consultant who acts as a “functional employee” of the corporation.  Under that rule, it 
was undisputed that the communications between plaintiff-corporation’s outside 
counsel and employees of the consulting corporation were covered by plaintiff-
corporation’s attorney-client privilege.  The Court here held that the Graf rule extended 
to communications with independent contractors of an outside consulting corporation 
who acted as functional employees of the consulting corporation.   

A contrary ruling, observed the Court, would require plaintiff-corporation first to ask 
consulting corporation which of the project team members were “true employees” 
before communicating with any project team members.  (2012 WL 1155709, *4.)  Such 
an undue narrowing of the scope of those covered under a corporation’s attorney-client 
privilege would “lead to attorneys not being able to confer confidentially with 
nonemployees who, due to their relationship to the client, possess the very sort of 
information that the privilege envisions flowing most freely.”  (Ibid., internal quotation 
marks and citation omitted.)  The independent contractor-mechanical engineer had 
information related to a patentability investigation performed by plaintiff-corporation’s 
outside patent counsel.  “This information is precisely the type covered by the attorney-
client privilege.”  (Ibid.)    

Note: In a later ruling in the same case, Gen-Probe Incorporated v. Becton, Dickinson and 
Company (S.D. Cal. 2012) 2012 WL 1944834, the Court ruled that communications 
between outside counsel and the project team member reflecting counsel’s unsuccessful 
attempt to convince the team member to assign his rights in the invention sought to be 
patented were not covered by the attorney–client privilege.  Such communications may 
have been in connection with counsel’s investigation of the patentability of an aspect of 
the project, but they were not in aid of the investigation.  In fact, the team member had 
felt compelled to hire his own lawyer to review the plaintiff-corporation’s request for 
the assignment of the team member’s rights, further supporting the conclusion that the 
communications were not for the purpose of providing plaintiff-corporation with 
information about the project on which the team member had worked.  (2012 WL 
1944834, *4.)  

9.2.3 Attorney Discipline 

Case: Brown v. Wells Fargo Bank, NA (2012) 204 Cal.App.4th 1353 

Issue: Was referral to the State Bar for consideration of discipline warranted of an attorney 
who filed an appeal of an order permitting a foreclosure sale to proceed, thereby 
delaying the scheduled sale of client’s home, where the single premise of the appeal – 
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that the order allowing the sale to proceed was issued ex parte -- was false? 

Holding: Yes.  The Court of Appeal denied plaintiff’s counsel’s request to dismiss the appeal 
after calendar notice of the appeal had been sent.  The Court found that no viable issue 
had been raised on appeal, making the appeal frivolous as a matter of law.  (204 
Cal.App.4th 1353, 1357.)   

Respondent bank sought no sanctions and the Court of Appeal declined to issue an 
order to show cause why sanctions payable to the Court should not be imposed.  
Instead, the Court of Appeal affirmed the trial court’s judgment allowing the sale to 
proceed and referred the matter to the State Bar, expressing no opinion on what, if any, 
discipline should be imposed.  (Ibid.)     

9.2.4 Attorney-Client Privilege, Waiver of 

Case: In re: Pacific Pictures Corp. (9th Cir. 2012) 679 F.3d 1121   

Issue: Did a party waive the attorney-client privilege as to third parties over assertedly 
privileged documents by producing those documents to the federal government 
unredacted in response to a subpoena the party invited and where the government 
promised the party that, if the party voluntarily complied with the subpoena, the 
government would not produce the documents to third parties absent court order? 

Holding: 

 

 

 

 

 

 

 

 

 

 

 

 

 

 

 
  
 

Yes. The attorney-client privilege ordinarily protects communications between clients 
and their attorneys in order to encourage open communication. (679 F.3d 1121, 1126.) 
A party may waive the privilege by voluntarily disclosing privileged documents to third 
parties. (Id. at 1126-1127.)  
 
Petitioners consisted of heirs of the creators of Superman, an attorney who controlled 
various entities working with the heirs to manage preexisting litigation, and the entities 
themselves.  The heirs had been in a long dispute with D.C. Comics over royalties and 
sought to block disclosure of privileged documents to D.C. Comics after having 
voluntarily disclosed them to the federal government as part of a grand jury 
investigation into the theft of the privileged documents by one of their former lawyers.  
 
Petitioners invoked the doctrine of “selective waiver” adopted by the Eighth Circuit in 
Diversified Industries, Inc. v. Meredith (8th Cir. 1978) 572 F.2d 596 but rejected by all 
of the other circuit courts that have considered the doctrine. (679 F.3d at 1127.)  Under 
the doctrine of selective waiver, a party does not waive the attorney-privilege as to the 
world at large over documents disclosed only to the government. 
 
The Ninth Circuit joined the majority of its sister circuits in rejecting the theory of 
selective waiver, finding that it is based on the unjustified concern that officers of 
public corporations will not cooperate with government investigations. In narrowly 
interpreting the attorney-client privilege, the Court reasoned that permitting selective 
waiver of the attorney-client privilege does not further the public policy underlying the 
attorney-client privilege of encouraging full disclosure to one’s attorney to obtain legal 
guidance. Rather, selective waiver simply encourages voluntary disclosure to the 
government and Congress has previously declined to codify a new privilege protecting 
voluntary disclosures of privileged materials to the government. (679 F.3d at 1127-
1128.) 
 
The Court also declined to honor the confidentiality agreement between the heirs and 
the government with respect to the privileged materials as a limited form of selective 
waiver.  The Court observed that such “post hoc” contracts do nothing to encourage a 
party to be frank with its attorney at the time legal advice is sought.  (Id. at 1128-1129.)  
The only justification offered for respecting such an agreement was to encourage 
cooperation with the government, but Congress did not authorize this form of selective 
waiver and the Court declined to do so.    



 
5 

 
The Court also rejected the heirs’ contention that the “common-interest” exception to 
waiver of the privilege applied.  “[A] shared desire to see the same outcome in a legal 
matter is insufficient to bring a communication between two parties within this 
exception.  Instead, the parties must make the communication in pursuit of a joint 
strategy in accordance with some form of agreement – whether written or unwritten.”  
(Id. at 1129, citations omitted.)  There was no evidence that the attorney for the heirs 
had agreed with the Office of the U.S. Attorney to pursue sanctions against the alleged 
thief of the documents or was strategizing with the prosecution.  His shared interest 
with the government was the same as that of anyone who seeks to have the law upheld.  
(Ibid.)  
 
The heirs asserted several other theories to dissuade the Court from finding waiver, 
including arguing that there could be no waiver from involuntary disclosure of the 
documents in response to a grand jury subpoena for the materials. While the Court 
agreed that involuntary disclosures do not automatically waive the privilege, this 
argument failed since the attorney for the heirs invited the subpoena, failed to assert the 
privilege, and provided the documents unredacted. (Id. at 1130.) 
 

Note: On May 10, 2012, the Court amended the opinion it originally issued on April 17, 2012 
to reflect that there had been no finding of wrongdoing on the part of the attorney 
accused of taking the assertedly privileged documents. 
 

9.2.5 Attorney-Client Privilege 

Case: Buyer’s Direct Inc. v. Belk, Inc.  (C.D.Cal. 2012) 2012 WL 1416639 

Issue: Does the attorney-client privilege cover communications between a non-attorney 
registered patent agent and his client related to presenting and prosecuting a patent 
before the U.S. Patent and Trademark Office? 

Holding: 

 

 

 

 

Yes.  Congress specifically authorized non-attorney patent agents to represent clients 
before the USPTO for purposes of patent prosecution and registration.  Failing to 
extend the protection of the attorney-client privilege to communications between patent 
agents and their clients concerning the prosecution and registration of patents would 
place such agents at a competitive disadvantage to patent attorneys and frustrate the 
congressional scheme.  (2012 WL 1416639, *3.) 

The Court further held that protection of the attorney-client privilege over 
communications between non-attorney patent agents and their clients is limited to 
communications related to the prosecution and registration process and does not extend 
to agent-client communications after issuance of the patent.  (Ibid.)     

Note: The Court required the patent agent in this case to provide further detail to its privilege 
log to enable the Court to determine whether the agent had met its burden of showing 
that each document contains material provided by the client to the patent agent for the 
purpose of securing primarily legal advice on patentability and legal services in 
preparing a patent application.  (Id. at *4.) 
 
As the Court noted, the Southern District of California extends the privilege to 
communications with non-attorney patent agents only when such agents are working 
for an attorney.  (Id. at *3, note 2, discussing Park v. CAS Enter., Inc. (S.D.Cal. 2009) 
2009 WL 3565293, *3.) 
 

9.2.6 Rule 3-310:  Avoiding Representation of Adverse Interests; Rule 5-
210:  Advocate-Witness Rule; Appearance of Impropriety 
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Case: Legacy Villas at La Quinta Homeowners Assoc. v. Centex Homes (C.D.Cal. 2012) 2012 
WL 1536036 

Issue: Was disqualification of plaintiff’s counsel warranted in an action by a condominium 
homeowners association against a developer for breach of fiduciary duty where 
plaintiff’s counsel advised the HOA board when it was controlled by employees of the 
developer before the board was turned over to the homeowners? 

Holding: Yes.  The Court disqualified plaintiff’s counsel for three reasons.  First, the Court found 
that plaintiff’s counsel created an implied attorney-client relationship with the 
developer when the developer controlled the HOA board.  While the board was 
controlled by the developer, “[b]oard members could have reasonably believed that 
[plaintiff’s counsel] provided legal advice to them in their capacities as [developer] 
employees when [plaintiff’s counsel] gave advice on management decisions, assisted in 
collecting delinquent accounts, and counseled them on ‘developer turnover’ of the 
Board.”  (Id. at *6.)  Having found that plaintiff’s counsel formerly impliedly 
represented the developer, the Court found that the former representation and the 
current representation of the HOA board were substantially related.  Plaintiff’s counsel 
advised the developer-controlled board on decisions directly related to the developer’s 
fiduciary duties in managing the property which were the subject of this action.  (Id. at 
*7.) 

Second, the Court found that disqualification was warranted under the advocate-witness 
rule because attorneys at the law firm representing plaintiff may be material witnesses 
that defendant may call at trial.  While this action would be a bench trial, and California 
Rule of Professional Conduct 5-210 applies the advocate-witness rule only to jury 
trials, the Court applied the holding in Kennedy v. Eldridge (2011) 201 Cal.App.4th 
1197, which applied the broader ABA model rule to order disqualification in a bench 
trial.  (Ibid.) 

Third, the Court concluded that the prohibition on the appearance of impropriety under 
Canon 9 of the ABA Model Code of Professional Responsibility constituted an 
additional, independent basis to disqualify plaintiff’s counsel because the current action 
challenged the very management decisions on which plaintiff’s counsel advised the 
HOA board when it was controlled by developer employees.  (Id. at *8.)  

9.2.7 Attorney-Client Privilege, Waiver of; Common Interest Doctrine 

Case: Kilopass Technology Inc. v. Sidense Corp. (N.D.Cal. 2012) 2012 WL 1534065  

Issue: Did a party preserve the attorney-client privilege over documents it produced to 
opposing party where:  (1) outside counsel contracted with a vendor to search and sort 
electronic documents for privilege; (2) the list of the party’s past lawyers and law firms 
provided to the vendor, which outside counsel had obtained from the party, failed to 
include lawyers and firms that provided early corporate work for the party; (3) vendor 
mistakenly did not run the privilege search across all production batches of documents 
and did not run all search terms provided by outside counsel; (4) after receiving the 
production batches from the vendor just days before production was due, the party’s 
attorneys and paralegals conducted spot checks, but the privileged documents escaped 
manual screening due to the tight timeline for production; and (5) where, as a result, the 
party claimed that more than 1 in 50 documents the party produced was privileged? 

Holding: No. The Court found that the party’s screening procedures had been unreasonable and 
that the privilege over the documents therefore had been waived.  “[R]easonable pre-
production review of the documents would have flagged their privileged nature.  This is 
not a case where a few privileged documents in a large batch slipped through otherwise 
robust screening procedures.  Even where a small number of privileged documents are 
disclosed in a large batch, privilege may be waived where the screening procedures 
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were particularly unreasonable.”  (2012 WL 1534065, *3, citations omitted.) 

The Court pointed out that the party had produced 1,139 assertedly privileged 
documents in a batch of 55,000, more than 1 in 50.  “The high proportion of privileged 
documents evidences a failure on [the party’s] part to properly screen the documents.  
Moreover, this is not a case where only the third party vendor made a mistake.  It 
appears that all three parties involved [the party, outside counsel, and the vendor] erred 
or otherwise did not execute their tasks with reasonable diligence.”  (Ibid.)  The party 
therefore could not be said to have taken “reasonable steps to prevent disclosure” as 
required by Federal Rule of Evidence 502(b)(2).   

Note: The producing party claimed that it had properly withheld customer presentations the 
party had made regarding developments in this lawsuit because they were subject to the 
common interest doctrine.  Under that doctrine, disclosure to a third party does not 
waive the attorney-client privilege where the third party shares a common interest with 
the disclosing party.  “The doctrine generally applies to cases where allied lawyers and 
clients work together in prosecuting or defending a lawsuit so that they may exchange 
information among themselves without waiving the privilege.”  (Id. at *1, citation 
omitted.) 

The Court held that the common interest doctrine did not shield production of the 
party’s customer presentations.  The documents consisted of the party’s interpretation 
of the Court’s claim construction ruling, which the party viewed as having been very 
favorable.  The documents further described the strengths of the party’s case going 
forward.  The Court found nothing in the documents suggesting allied clients and 
lawyers working to defend the lawsuit.  “Instead, the documents are what one might 
expect from marketing materials following a Claim Construction Order.”  Therefore, 
the common interest doctrine did not apply.  (Ibid.)   

9.2.8 Disqualification of Expert  

Case: Life Technologies Corp. v. Biosearch Technologies, Inc. (N.D.Cal. 2012) 2012 WL 
1604710 

Issue: In a patent dispute, was disqualification of defendants’ expert warranted where expert 
acted as a consulting expert for plaintiff in another matter covering allegedly related 
technology, but where expert billed only 11 hours in consulting with plaintiff on the 
other matter and received only $4,400, and did not sign a protective order or submit any 
written expert report for plaintiff?  

Holding:  

 

 

 

 

 

No.   Disqualification of an expert based on a prior relationship with the opposing party 
is warranted if:  (1) the opposing party has a confidential relationship with the expert 
and (2) the opposing party disclosed confidential information to the expert that is 
relevant to the current litigation.  (2012 WL 1604710, *5, citing Hewlett-Packard Co. 
v. EMC Corp. (N.D.Cal. 2004) 330 F.Supp.2d 1087, 1092). 

The Court found that plaintiff had demonstrated that it had had a confidential 
relationship with the expert.   It did not matter that the relationship consisted of only 11 
hours of consultation.  What mattered was that the substance of the interaction gave 
plaintiff a reasonable belief that it had a confidential relationship with the expert.  (Id. 
at *6.) 

The Court further found, however, that plaintiff had failed to show that plaintiff had 
disclosed to the expert confidential information relevant to the current matter.  The 
current litigation “involves different parties, litigating different patents, and claiming 
different technologies.”  (Id. at *7, citation omitted.) 

Neither fundamental fairness nor policy considerations warranted disqualification.  
Plaintiffs failed to show how the expert’s revelation of plaintiff’s confidential 
information would prejudice plaintiff in this action, and policy considerations weighed 
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in favor of denying the motion to disqualify.  “Disqualifying an expert based on 
unrelated confidential information he previously obtained from the opposing party 
would undermine, not promote, the integrity of the legal process.”  If the expert could 
be disqualified in this case, “parties in other cases might be tempted to create a 
purported conflict for the sole purpose of preventing their adversaries from hiring 
particular experts.”  (Id. at *9.)  Disqualifying the expert in this case could also impair 
his ability to practice his trade as an expert witness.  (Ibid.)   

9.2.9 Rule 3-200:  Maintaining Frivolous Claim; Attorney Sanctions; Cal. 
Bus. & Prof. Code § 6068(c) 

Case: In re Luxury Imports of Sacramento (E.D.Cal. 2012) 2012 WL 1608348 

Issue: Were sanctions warranted against bankruptcy counsel who refused to dismiss the 
appeal of an adverse decision of the bankruptcy court, requiring opposing counsel to 
file a motion to dismiss the appeal, after opposing counsel sent a written warning to 
counsel that the appeal was untimely where counsel claimed his client objected to 
dismissal of the appeal? 

Holding: 
 
 
 

Yes.  Under Rule of Professional Conduct 3-200 and Business and Professions Code § 
6068(c), an attorney has a duty to maintain only legally justified claims and defenses. 
Counsel had an ethical duty to reject his client’s insistence that he maintain an untimely 
appeal.  Even if counsel initially filed the untimely appeal unknowingly, once opposing 
counsel contacted him, he was obligated to confirm the untimeliness of the appeal and 
voluntarily terminate the proceedings.  “In failing to dismiss this appeal, counsel 
wasted the time and resources of both [opposing] counsel and this Court” making 
sanctions warranted.  (2012 WL 1608348, *1.)  The Court imposed sanctions in the 
amount of $549 payable to opposing counsel.  (Id. at *2.) 
  

9.2.10 Rule 3-310:  Avoiding Representation of Adverse Interests 
Case: Active Network, Inc. v. Monster Worldwide, Inc. (S.D.Cal. 2012) 2012 WL 1713584 

 
Issue: Plaintiff-company sued its former Chief Information Officer for alleged violation of 

non-solicitation agreement.  Was non-party current employer of CIO entitled to quash 
subpoena from firm representing plaintiff where firm partner:  (1) formerly advised one 
of non-party company’s employees about the scope of employee’s non-solicitation 
obligations with former employer; (2) advised employee about whether company could 
be compelled to indemnify employee if former employer sued her for violation of non-
solicitation agreement; and (3) made a presentation to company on general wage and 
hour issues? 
 

Holding: No.  Company seeking to quash subpoena failed to establish any former attorney-client 
relationship between firm representing plaintiff and company.  While firm attorney had 
offered to represent company’s employee and her former employer should they be 
sued, company declined to sign an engagement letter with the firm partner or retain him 
for any purpose thereafter.  (2012 WL 1713584, *3.)  In addition, firm partner 
submitted an affidavit attesting that he had not received confidential information from 
or about company at any time.  That affidavit alleviated any concern that the firm had 
confidential information about the company provided either by the employee the firm’s 
partner had advised or by the company itself.  (Ibid.) 
 
“While it is likely that [firm partner] had a professional relationship with [non-party’s 
employee], that does not automatically impute that relationship to [the non-party 
company],” especially in light of non-party company and employee’s adverse interests 
regarding indemnity.  Because non-party was not a former client of the firm 
representing plaintiff and because the Court was satisfied that the firm partner had at no 
time received confidential information from or about the non-party company, the Court 
found that it was not unduly burdensome for the company to respond to the subpoena.  
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(Ibid.)       
 

Notes: The Court noted that it was irrelevant to its analysis that firm partner did not bill for the 
advice it gave non-party’s employee or for the wage and hour law presentation and that 
firm spent only a couple of hours advising non-party’s employee and less than an hour 
giving the presentation.  (Id. at *2, note 1.) 
 
The Court denied without prejudice non-party company’s motion to disqualify the firm 
from seeking any discovery against non-party company.  Even had the Court found that 
there was a conflict between the firm and the subpoenaed company, the Court could 
simply quash the subpoena and leave it to the Southern District of New York, where 
the underlying case was pending, to determine what other protective measures were 
warranted.  (Id. at *4.) 
 
The Court felt it “important to note” the lack of anything in non-party company’s 
pleadings that there was any willful or gross ethical violations threatening the Court’s 
integrity.  At most, the pleadings suggest negligence in the firm “failing to discover that 
an employee of a non-party was briefly the client of an attorney in a separate office.”  
(Id. at *4, note 2.)   
  

9.2.11 Rule 4-100:  Retention of Client Records 
 

Case: Cruz v. Dollar Tree Stores, Inc. (N.D.Cal. 2012) 2012 WL 1745539 
 

Issue: Is an attorney ethically obligated to his client to retain, after termination of litigation, 
opposing party’s confidential information produced in discovery where a protective 
order expressly required the parties to return or destroy each other’s confidential 
information at the conclusion of the litigation? 
 

Holding: No.  Under Rule of Professional Conduct 4-100(B)(3), an attorney is required to 
maintain for at least five years after the conclusion of a litigation a complete record of 
all “funds, securities, and other properties of a client” of which the attorney takes 
possession.  The Court rejected plaintiffs’ counsel’s contention that the term “other 
properties” included all client files as well as confidential documents produced by an 
opposing party in discovery.   
 
Attorney work product may be considered part of the client’s file and therefore the 
client’s property.  (2012 WL 1745539, *1, citing Ramirez v. Fuselier (B.A.P. 9th Cir. 
1995) 183 B.R. 583, 587; White v. Experian Information Solutions Inc. (C.D.Cal. 2009) 
2009 U.S.Dist. LEXIS 117979.) .)  That does not mean, however, that Rule 4-100 may 
be used to justify retention of another party’s confidential information as part of the 
client’s file.  “. . . Rule 4-100 deals primarily with preserving the identity of funds and 
other property held in trust for a client.  While the scope of a client’s property under 
Rule 4-100 may have been expanded to include attorney work product, the Court is 
aware of no authority which has further broadened the rule so as to encompass the 
confidential information disclosed by an opposing party through discovery.  Indeed, it 
strains credulity to suggest that another party’s confidential materials become the 
property of a client when they are produced in discovery pursuant to a protective order.  
Further, reading 4-100 so broadly would hamper the private resolution of discovery 
disputes.  Parties might be unwilling to stipulate to protective orders or otherwise 
disclose confidential documents if they know that these documents could be retained by 
opposing counsel indefinitely.”  (2012 WL 1745539, *1, citation omitted.) 
 
The Court found further support for its holding in Rule 3-700(D), which requires an 
attorney, “[s]ubject to any protective order or non-disclosure agreement,” to “release to 
the client . . . all client papers and property” upon termination of the attorney’s 
employment.  “[I]t would be unreasonable to interpret Rule 4-100 to mean that an 
attorney is obligated to retain for the client confidential material subject to a protective 
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order when Rule 3-700(D) states that a client is not entitled to retrieve such materials.”  
(Id. at *2.)     
 

Note: The Court declined to award sanctions against plaintiffs’ counsel for the fees defendant 
incurred to bring the motion to obtain return of the confidential documents.  “Plaintiffs’ 
Counsel retained an electronic archive of [defendant’s] confidential information 
because it believed it had an ethical obligation to do so.  While this position was overly 
cautious and ultimately incorrect, there is no indication that it was taken in bad faith.”  
(Ibid.) 
 

9.2.12 Attorney-Client Privilege 
 

Case: Kerner v. Superior Court (2012) 206 Cal.App.4th 84 
 

Issue: Attorney-husband sued the law firm and members of the firm where he had been a 
named partner for breach of fiduciary duty, breach of contract, and other claims after 
firm fired attorney because of allegations of domestic violence by his then-wife, also an 
attorney at the firm.  Law firm was engaged primarily in workers’ compensation 
defense.  Attorney ultimately was found factually innocent of domestic violence.  Was 
wife properly compelled to answer deposition questions about her consultations with 
another firm attorney (“firm attorney”) where:  (1) firm attorney and wife previously 
failed to state that they had an attorney-client relationship and failed to claim the 
privilege; (2) firm attorney testified in deposition that all he did for wife was to hire a 
private investigator and act as a friend in connection with husband’s criminal 
prosecution for domestic violence; but where (3) both firm attorney and wife later 
testified than an attorney-client relationship did exist; (4) wife testified that firm 
attorney had advised her in various litigation against husband; and (5) attorney later 
explained that he did not understand the deposition question to be asking about the 
legal advice he gave to wife in the criminal matter and other proceedings? 
 

Holding: No.  The trial court finding that there was no attorney-client relationship between firm 
attorney and wife was not supported by substantial evidence.  Wife’s deposition 
testimony and firm attorney’s declaration were “consistent, plausible, and not 
inherently unbelievable” in establishing that wife sought and received legal advice from 
firm attorney in connection with a variety of legal proceedings against husband.  (206 
Cal.App.4th 84, 118-119.)   Firm attorney and wife were never directly questioned 
about the existence of an attorney-client relationship between them and lacked a 
compelling reason to disclose it until wife was asked deposition questions in husband’s 
employment lawsuit against the firm where they both once worked.  They did not 
contradict their prior testimony.  Accordingly, the Court of Appeal granted wife’s 
petition challenging the order requiring her to answer deposition questions about 
communications between firm attorney and her and ordered the trial court to reconsider 
that order in light of the Court of Appeal’s opinion. 
 
The Court of Appeal also found that the finding of husband’s factual innocence in 
connection with the domestic violence prosecution was not entitled to collateral 
estoppel effect in his employment action against the law firm.  The Court of Appeal 
rejected husband’s contention that the law firm was in privity with wife in the domestic 
violence proceeding because there certain members of the firm advised wife in 
connection with the domestic violence action.   
 
The Court noted the paradox in the trial court finding that firm attorneys had no 
attorney-client relationship with wife for purposes of asserting the attorney-client 
privilege, while also finding that there was an attorney-client relationship for purposes 
of establishing privity for purposes of collateral estoppel.  (Id. at 126, note 21.)  “[A]n 
attorney for a party is not the party and does not share the party’s legal rights and 
interests.  Although an attorney may control the litigation to a significant degree, the 
attorney does so on behalf of the client rather than in the service of the attorney’s own 
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interests.”  (Id. at 126.)  To find an attorney in privity with his or her client for purposes 
of collateral estoppel based on the attorney-client relationship could cause attorneys to 
subordinate their clients’ interests to their own, creating a potential conflict of interest 
and compromising “the attorney’s ability to faithfully serve the client’s best interests.”  
(Ibid.)  The Court rejected as unpersuasive non-California authorities holding that an 
attorney-client relationship establishes privity for purposes of res judicata and collateral 
estoppel.  (Id. at 127.)     
   

9.2.13 Rule 5-210:  Advocate-Witness Rule 
 

Case: Calouri v. One World Technologies, Inc. (C.D.Cal. 2012) 2012 WL 2004173 
 

Issue: Was plaintiff’s patent prosecution counsel, who had worked on the case since its 
inception, properly excluded from representing plaintiff at trial in a patent dispute 
where defendant claimed that plaintiff failed to name the correct inventors while 
prosecuting the patent at issue and engaged in inequitable conduct by failing to disclose 
his own highly relevant prior art, making patent counsel a necessary trial witness and 
where plaintiff would not be unduly prejudiced because plaintiff would still be 
represented at trial by capable counsel who had litigated the dispute on plaintiff’s 
behalf?  
 

Holding: Yes.  On its face, California’s advocate-witness rule, Rule of Professional Conduct 5-
210, appears to allow an attorney to represent a client at trial, even though the attorney 
would be a witness, as long as the attorney obtains the informed written consent of the 
client.  (Rule 5-210(C).)  Plaintiff claimed that the motion to exclude patent counsel 
from representing him at trial must be denied because he had given his informed 
written consent to the representation. 
 
The Court rejected the argument, applying ABA Model Rule 3.7, which requires 
disqualification of an attorney likely to be a necessary trial witness unless:  (1) the 
testimony relates to an uncontested issue; (2) the testimony relates to the nature and 
value of the attorney’s legal services; or (3) disqualification of the attorney would work 
an undue hardship on the client.  Citing among other cases Kennedy v. Eldridge (2011) 
201 Cal.App.4th 1197, the Court found that “recent decisions regarding the [advocate-
witness] rule demonstrate that the California courts are increasingly looking to and 
relying upon the ABA Model Rules for guidance in its application.”  (2012 WL 
2004173, *5.)  The Court also noted that if a client’s consent were enough to avoid 
disqualification of trial counsel likely to serve as a witness, a motion to disqualify 
would have to be denied “any time a client consents regardless of the prejudice to the 
moving party or the damage to the integrity of [the] judiciary.”  (Ibid. at note 4.) 
 
The Court found that patent counsel would indeed be a necessary trial witness.  Given 
his familiarity with the patent at issue and its prosecution history, his testimony would 
be relevant and material at least to the issues of inventorship and enforceability.  (Ibid.) 
 
The Court found that none of the general exceptions to the advocate-witness rule 
applied.  Patent counsel’s testimony would not concern an uncontested issue or the 
nature and value of his services.  Plaintiff also would suffer no undue hardship since he 
would be represented at trial by the “capable” counsel who had signed every paper filed 
with the Court in the action and taken and defended every fact and expert deposition in 
the case.  In addition, although patent counsel was being barred from serving as trial 
counsel, “he is not excluded from all further involvement in this lawsuit.  That is, while 
[patent counsel] may not appear before the jury or the Court as trial counsel, he may 
continue to serve as an adviser to plaintiff and to” trial counsel.  (Id. at *6.) 
    

9.2.14 Anti-SLAPP, CCP § 425.16 – Attorney Activity Covered By; Rule 3-
110, Duty of Competence 
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Case: Cole v. Patricia A. Meyers & Associates, APC (2012) 206 Cal.App.4th 1095, 2012 WL 

2106364 
 

Issue: Can co-counsel be held liable for malicious prosecution where they had no role in the 
underlying case other than to be trial counsel if the case were tried, but where their 
names appeared as co-counsel of record on all pleadings/filings and were served with 
all filings in the case? 

Holding: Yes.  Plaintiff had been sued in an underlying shareholder fraud and securities action 
for alleged insider trading and inappropriate sale of stock, among other things.  These 
claims were terminated via summary judgment, and this ruling was affirmed on appeal 
in Bains v. Moores (2009) 172 Cal.App.4th 445.  In the subsequent malicious 
prosecution action, plaintiff sued the attorneys who had prosecuted Bains.  The 
defendant attorneys filed anti-SLAPP motions to strike (C.C.P. § 425.16), and the trial 
court granted the motion as to some and denied it as to others.  The trial court agreed 
with certain defendant-attorneys’ argument that they had been associated in the case 
only for purposes of trial and should not be held liable for malicious prosecution if the 
underlying claims lacked merit.  Plaintiff appealed the granting of the motion and 
certain defendant-attorneys cross-appealed the denial of their motion. 

The Court of Appeal reversed as to the motion that had been granted and affirmed as to 
the motion that had been denied finding that plaintiff had made the requisite prima 
facie showing of malicious prosecution. (Id. at *1.)  As they had in the trial court, the 
passive associated trial counsel argued that they could not be liable for malicious 
prosecution because they had not taken an active part in the underlying case and 
reasonably relied on the other defendant–attorneys' decision to sue plaintiff in the prior 
action.  The Court rejected this argument.  

“On the parties' respective showings, we cannot conclude as a matter of law that these 
attorneys may avoid liability for malicious prosecution by learning nothing or close to 
nothing about the [underlying] case, throughout which they allowed themselves to be 
consistently identified as counsel of record for the plaintiffs.” (Id. at *13.)  The Court 
noted that the defendant-co-counsel were identified in the pleadings in the underlying 
case as “[a]ttorneys for [p]laintiffs” along with the other defendant-attorneys, that they 
apparently were listed as counsel for the plaintiffs on all filings, including the appellate 
briefs filed after the summary judgment, and that they were served with all filings from 
opposing counsel without any objection and had not notified the trial court or opposing 
counsel that they did not actually represent the underlying plaintiffs. (Ibid.)  Although 
defendant-attorneys’ submitted various declarations to the effect that they did not sign, 
draft, review or prepare the pleadings, did not participate in the case in any way, and 
did not have the requisite securities law expertise to determine whether the underlying 
claims had merit, the Court reasoned that as “counsel of record, the [defendant-
attorneys] had a duty of care to their clients that encompassed ‘both a knowledge of the 
law and an obligation of diligent research and informed judgment.’ ” (Ibid.)   

Defendants’ reliance on California Rule of Professional Conduct 3-110(C), which 
allows an attorney who lacks sufficient learning/skill for competent representation to 
associate with or consult another lawyer reasonably believed to be competent, was of 
no moment.  California law certainly allows such association of counsel and division of 
duties in handling a case. “This does not mean, however, that an associated attorney 
whose name appears on all filings in a case and who is served with all documents filed 
by the other side need not know anything about the case with which he or she is 
associated.  Nor should an associated attorney whose name appears on all filings be 
able to avoid liability by intentionally failing to learn anything about a case that may 
turn out to have been maliciously prosecuted in whole or in part.” (Id. at *13-14.)   
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Further, Code Civ. Pro., § 128.7(b) provides that an attorney who presents a pleading, 
motion or similar paper to a court impliedly certifies its legal and factual merit.  Thus, 
willful ignorance of the merits of allegations made against a party is no defense. (Id. at 
*14.)  The Court relied on the Fourth District, Division One opinion in Sycamore Ridge 
Apartments LLC v. Naumann (2007) 157 Cal.App.4th 1385 as authority “for holding an 
attorney liable for the very act of associating into a case containing frivolous claims.” 
(Id. at *15.) 
 

Note: The Court of Appeal explained how attorneys may avoid malicious prosecution liability 
in similar circumstances.  “Attorneys may easily avoid liability for malicious 
prosecution without having to engage in premature work on a case if they refrain from 
formally associating in it until their role is triggered. Attorneys may also avoid liability 
if they refrain from lending their names to pleadings or motions about which they know 
next to nothing.”  (Id. at *16) 

 
 
 
Important Update: No case abstracted in the previous edition of Ethics Quarterly has been accepted 
for review or otherwise rendered uncitable.         
   
 
Disclaimer:  Counsel should read the full text of the cases discussed before relying on the necessarily limited 
discussion of them here.  Counsel also should be mindful that some of the Court of Appeal cases addressed may 
be subject to depublication or review by the California Supreme Court.  All cases should therefore be checked to 
confirm they are citable. 
 

  



COMMENTARY:  Patenting Ethics:  Four Lessons in the Rules of Ethics from 
Patent Decisions     

Daniel E. Eaton1 

 
Introduction 

Four of the 14 decisions abstracted in this edition of Ethics 
Quarterly, about 30 percent, are in patent disputes.  Each order answers a 
distinct question of ethics:  Can the attorney-client privilege apply to 
communications with non-clients?  Can the attorney-client privilege apply 

to communications by non-attorneys?  Can a party’s expert remain in a case where he had 
a prior confidential relationship with the opposing party, even though in the same 
situation the party’s attorney would be disqualified?  Can an attorney the client considers 
important to its litigation team be precluded from representing a client at trial, yet not be 
disqualified from continuing to work on the client’s case outside the courtroom?     

 
The answer to all of these questions is yes.  The rulings have important lessons for 

attorneys who do not litigate intellectual property cases2.   
 

A. Lesson 1:  The Attorney-Client Privilege Sometimes Covers Communications 
Between Attorneys and Non-Clients. 

In Gen-Probe Incorporated v. Becton, Dickinson and Company (S.D. Cal. 2012) 
2012 WL 1155709 (EQ, 9.2.2), the question before the Court was whether the attorney-
client privilege covered communications between a party-corporation’s outside patent 
counsel and an engineer who formerly had been an independent contractor for another 
corporation (“contracted corporation”) with whom the party-corporation had contracted 
to help develop a medical system the party-corporation later patented.  The 
communications concerned outside counsel’s investigation of the patentability of various 
aspects of the project on which the engineer had worked.  The communications did not 
relate to the patents at issue, but the Court assumed the communications were relevant to 
the case.  (Id. at *1, note 1.)   The contracted corporation was not a client of the party-
corporation’s outside counsel and the engineer was an independent contractor, not an 
employee, of the contracted corporation.  In this setting, were the communications 
between the party-corporation’s outside counsel and the engineer privileged? 

The Court held that they were.  The Court observed that the Ninth Circuit had 
ruled that the privilege covered communications between a party-corporation’s outside 
counsel and an outside consultant that was a “functional employee” of the party-
corporation.  (Id. at *3, discussing United States v. Graf (9th Cir. 2010) 610 F.3d 1148, 
1159.)  Under the rule announced in Graf, communications related to the patentability 
investigation between party-corporation’s outside counsel and employees of the 
contracted corporation were privileged.  The Court slightly extended that rule to include 
communications with the independent contractor-engineer who, while not a true 
                                                           
1 Daniel E. Eaton, the Editor-in-Chief of Ethics Quarterly, is a partner in the law firm of 
Seltzer Caplan McMahon Vitek, and a member and former Chairman of the San Diego County 
Bar Association’s Legal Ethics Committee.  The views expressed here are his own. 
2  Using the shorter descriptor “non-intellectual property litigators” seemed wrong. 
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employee of the contracted corporation, was the functional equivalent of an employee of 
the contracted corporation.  The engineer, due to his relationship to the party-corporation, 
therefore was among those with whom outside counsel needed to be able to communicate 
with the openness that the attorney-client privilege affords.  (2012 WL 1155709  at *4.)  
Since employees of the contracted corporation were treated as the functional equivalent 
of the party-corporation’s own employees for purposes of the privilege, and the 
independent contractor-engineer in turn was the functional equivalent of an employee of 
the contracted corporation, the independent contractor-engineer was deemed to be a 
functional employee of the party-corporation as to communications regarding outside 
counsel’s patentability investigation.  That made such communications privileged.   The 
Court found that there was “no plausible reason” for it to treat the engineer any other 
way.  (Ibid.)  This issue was distinct from whether the engineer could somehow be 
considered a client of party-corporation’s outside counsel.  (Id. at *5.) 

How would this analysis work in settings beyond patent litigation?  In handling an 
entity client’s litigation or transaction, counsel necessarily will communicate with those 
not directly employed by the entity.  Under the reasoning of Gen-Probe, counsel may be 
able to protect those communications as privileged if counsel can establish that those 
contacted are or were the functional equivalent of the client-entity’s employees and that 
the communications were designed to assist counsel in doing the work for which he had 
been retained.  This is distinct from work product protection that may provide an 
alternative or additional shield for such communications.  

 

B. Lesson 2:  The Attorney-Client Privilege Sometimes Covers Communications 
Between Non-Attorneys and Clients. 

The question before the Court in Buyer’s Direct Inc. v. Belk, Inc.  (C.D.Cal. 2012) 
2012 WL 1416639 (EQ, 9.2.5) was whether the attorney-client privilege applied to 
communications between plaintiff and its non-attorney patent agent who was registered 
with the U.S. Patent and Trademark Office where the agent did not work for an attorney.  
The Court held that, to a limited extent, the privilege did cover such communications. 

The Court recognized the split in authority on this question.  For example, the 
Southern District of California has held that the attorney-client privilege does not cover 
communications with patent agents not working under the supervision of an attorney.  
(Parks v. CAS Enter., Inc. (S.D.Cal. 2009) 2009 WL 3565293.)  That is because, 
according to that court, the attorney-client privilege applies to attorneys by virtue of “the 
special role that lawyers have, by dint of their qualifications and license, to give legal 
advice.”  (Id. at *2, quoting Agfa Corp. v. Creo Prods. Inc. (D.Mass. 2002) 2002 WL 
1787534, *2.)   

The Court in Buyer’s Direct Inc. followed those cases that extended the privilege 
to non-attorney patent agents.  Congress authorized such agents to represent clients in the 
patent prosecution process.  Not extending the privilege to these agents would place them 
at a competitive disadvantage to patent attorneys thereby undermining the 
congressionally authorized choice in representation.  (2012 WL 1416639, *3.) 

The Court limited the scope of the privilege as to non-attorney patent agents to 
“communications related to presenting and prosecuting patent applications before the 
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USPTO, as this is the extent to which Congress has granted patent agents the same stature 
as an attorney representative.  Accordingly, communications subsequent to the issuance 
of a patent are not covered by the attorney-client privilege.”  (Id. at *3, citation omitted.)  
Moreover, a communication between the patent agent and his client is not privileged 
unless it contains material indicating that it was made to secure primarily legal advice on 
patentability and legal services in preparing a patent application.  (Id. at *4.) 

The general rule remains that “the attorney-client privilege does not cover non-
lawyer representatives engaged in legal work.” (Id. at *2.)  No privilege would appear to 
be available unless at the very least a federal or state law expressly authorizes the use of 
lay representatives in the particular proceeding.  (See e.g., McCoy v. Southwest Airlines, 
Inc. (C.D.Cal. 2002) 211 F.R.D. 381, 387, declining to extend privilege to 
communications between union representative and union grievant in connection with 
preparation for hearing mandated by Railway Labor Act absent statute specifically 
authorizing representation by laypersons at such proceedings; People v. Velasquez (1987) 
192 Cal.App.3d 319, 328-329, declining to extend privilege to communications between 
inmate and “jailhouse lawyer” given that the use of jailhouse lawyers is neither 
prohibited nor promoted by state law.)   

Yet there are limited instances in which courts have extended a confidentiality 
privilege to non-attorneys other than registered patent agents.  (See generally, “Privilege 
as to communications between lay representative in judicial or administrative 
proceedings and client.”  31 A.L.R.4th 1226.)  In Welfare Rights Organization v. Crisan, 
(1983) 33 Cal.3d 766, the California Supreme Court held that “a privilege comparable to 
the attorney-client” privilege was impliedly provided by a state statute authorizing the use 
of lay representatives in administrative hearings over welfare claims.  The California 
Supreme Court declined to define the scope of this layperson-client privilege, noting only 
that the scope of the privilege would depend heavily on the “severely limited” function of 
the lay representative under the Welfare and Institutions Code.  (Id. at 772, note 4.)  The 
Court also declined to hold that its ruling automatically extended such a privilege to 
communications with lay representatives authorized to represent clients before other state 
tribunals.  (Id. at 772.)  Knowledge of where a kind of attorney-client privilege may apply 
to non-attorneys, and limitations on the scope of the application of the privilege in such 
settings, will inform strategy in matters in which an attorney faces a non-attorney 
opposing “counsel.”     

          

C. Lesson 3:  Disqualifying an Expert Based on a Prior Confidential 
Relationship Is Harder than Disqualifying an Attorney on the Same Ground. 

Life Technologies Corp. v. Biosearch Technologies, Inc. (N.D.Cal. 2012) 2012 
WL 1604710 (EQ, 9.2.8) addressed whether disqualification of an expert was warranted 
because the expert had had a limited, though confidential, consultation with the opposing 
party in another matter about assertedly related technology.  The Court held that it was 
not. 

Disqualification of an expert is proper only if:  (1) the opposing party had a 
confidential relationship with the expert and (2) the opposing party disclosed confidential 
information to the expert relevant to the current action.  (2012 WL 1604710, *5, citing 
Hewlett-Packard Co. v. EMC Corp. (N.D.Cal. 2004) 330 F.Supp.2d 1087, 1092). 
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The Court in Life Technologies Corp. found that the plaintiff, which was seeking 
disqualification, had had a confidential relationship with the expert, even though the 
expert had billed for only 11 hours in the consultation, received only $4400, and had 
signed no protective order or submitted any written expert report.  It was enough that the 
substance of the interaction gave the plaintiff a reasonable belief that it had a confidential 
relationship with the expert.  (Id. at *6.) 

But the plaintiff was unable to show that the expert actually had received 
confidential information relevant to the current matter, which involved “different parties, 
litigating different patents, and claiming different technologies.”  (Id. at *7, citation 
omitted.)  A party seeking disqualification of an attorney need only show that it had an 
attorney-client relationship in a substantially related matter that went beyond a 
preliminary consultation.  Once that showing is made, the attorney’s receipt of 
confidential information material to the current representation is presumed.  (See e.g., 
H.F. Ahmanson & Co. v. Salomon Bros. (1991) 229 Cal.App.3d 1445, 1452.) 

The framework for the disqualification of experts applies to patent and non-patent 
disputes alike and there is no meaningful difference between the test applied in California 
federal courts and California state court.  (Compare Life Technologies Corp. with Collins 
v. State of California (2004) 121 Cal.App.4th 1112.)  In all contexts, dislodging an 
opposing expert with whom a party has had a confidential relationship is more 
challenging than dislodging an opposing counsel with whom a party has had a 
confidential relationship. 

 

D. Lesson 4:  An Attorney May Be Barred from Representing a Client at Trial 
Yet Continue to Work for the Client Behind the Scenes.   

In Calouri v. One World Technologies, Inc. (C.D.Cal. 2012) 2012 WL 2004173 
(EQ, 9.2.13), the Court analyzed whether patent prosecution counsel who had worked on 
a matter since its inception could be precluded from representing his client at trial 
because he would be a necessary witness at trial, even though the client had given his 
informed written consent to counsel’s participation as counsel at trial.  The Court found 
that counsel would likely be a trial witness on the issues of inventorship and 
enforceability of the patent.  The Court found that precluding patent prosecution counsel 
from serving as trial counsel was warranted under the circumstances. 

California Rule of Professional Conduct 5-210 prohibits an attorney from 
“act[ing] as an advocate before a jury which will hear testimony” from the attorney 
unless:  (1) the testimony relates to an uncontested matter; or (2) the testimony relates to 
the nature and value of legal services rendered; or (3) the attorney obtains “the informed, 
written consent of the client.”   ABA Model Rule 3.7 is a more restrictive version of the 
advocate-witness rule.  The ABA Rule prohibits an attorney from “act[ing] as advocate at 
a trial in which the lawyer is likely to be a witness” unless:  (1) the testimony relates to an 
uncontested issue; (2) the testimony relates to the nature and value of the attorney’s legal 
services; or (3) the client would suffer undue hardship.  The critical difference in the rules 
is in the third basis under which an attorney is allowed to participate at trial.  The ABA 
requirement that the prospective attorney-witness demonstrate to a court that the client 
will suffer undue hardship if the attorney is prohibited from participating as trial counsel 
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is harder to meet since the client consent required by the California rule requires no 
showing to a court beyond a client signature.  

The Court in this case declined to apply the more permissive California advocate-
witness rule and applied the more restrictive ABA advocate-witness rule instead.   The 
Court cited among other cases Kennedy v. Eldridge (2011) 201 Cal.App.4th 1197 for the 
proposition that “recent decisions regarding the [advocate-witness] rule demonstrate that 
the California courts are increasingly looking to and relying upon the ABA Model Rules 
for guidance in its application.”  (2012 WL 2004173, *5.)  The Court also noted that if a 
client’s consent were enough to avoid disqualification of trial counsel likely to serve as a 
witness, a motion to disqualify would have to be denied “any time a client consents 
regardless of the prejudice to the moving party or the damage to the integrity of [the] 
judiciary.”  (Ibid. at note 4.) 

The Court did not, however, wholly disqualify patent prosecution counsel from 
further representing his client in this matter, nor did the opposing party seek such 
complete disqualification by moving in limine to bar only patent prosecution counsel’s 
participation at trial.  The Court limited its holding to precluding patent prosecution from 
appearing before the Court or the jury at trial in the matter, specifically allowing counsel 
to continue to “serve as an adviser to plaintiff and to” trial counsel.  (Id. at *6.)  Such a 
holding is consistent with the language of both the California and ABA advocate-witness 
rules, both of which bar an attorney only from acting as a trial advocate in a case in 
which he will be a witness. 

It is not unique to patent litigation regularly to have more than one lawyer 
representing each side of a case, even if it is only a matter of multiple attorneys at a 
single firm representing each side.  Both the California and the ABA advocate-witness 
rules permit an attorney from a firm to serve as trial counsel even where one of his firm 
colleagues is likely to be a witness.  (See Discussion Note to CRPC 5-210 and ABA 
Model Rule 3.7(b).) The rule announced in Calouri, in which the more demanding ABA 
advocate-witness rule was applied, will come into play only where a client finds it highly 
desirable to have a particular lawyer who is likely to be a witness present its case to the 
trier of fact, but where the client cannot show undue hardship from that lawyer’s absence 
from trial.  Regardless of whether a court applies the California or ABA advocate-witness 
rule, even an attorney-witness may participate in advising the client outside of the 
courtroom about the matter being tried.   

 

Conclusion 

Patent litigation is governed by a number of special substantive and procedural 
rules.  It turns out that lessons learned in patent litigation about the rules of attorney 
ethics are applicable to a wide spectrum of attorney practice, from the rules of who is and 
who is not entitled to claim the protection of the attorney-client privilege to the 
circumstances under which an opposing expert may be disqualified to restrictions on the 
trial participation of an attorney likely to be called as a witness.  That is a reminder that, 
while the resolution of a particular ethical question is shaped by the particular area of 
practice in which the question is presented, application of the resolution is almost never 
limited to the field in which the question is presented.  


